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DETAILED ACTION 

Response to Amendment 

Applicants amended claims 1 and 7, and newly added claims 17 and 18. 

Claims 2, 4, 6, 9, 10 and 12-15 are canceled. All pending claims 1, 3, 5, 7, 8, 11 
and 16-18 were examined in this final office action necessitated by amendment. 
Rejection of claims 2, 12, 14 and 15 under 35 USC 1 12 2"^^ was rendered moot 
due to claim cancellations. 

Response to Arguments 

Applicant's arguments in light of the amended subject matter, see Remarks, 
filed 22 May 2008, with respect to the rejection(s) of claims under 35 USC 103 
have been fully considered and are persuasive. Therefore, the rejection has been 
withdrawn. However, upon further consideration, a new ground(s) of rejection is 
made in view of Herz as necessitated by amendment. 

Regarding comments made by Applicants: 

• The Herz system is designed to create and fill orders while maximizing 
profits. 

• (a1 ): goods are available for purchase- Herz even suggests a 
shopping list in combination with coupons etc to provide incentives to 
use the shopping list. 
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• (a4): Lacking an explicit involving of 112 6'^, tine Examiner is giving the 
broadest reasonable interpretation of this claim element. 

• (b1 ): Lacking an explicit invoking of 1 1 2 6'^^, the Examiner is giving the 
broadest reasonable interpretation of this claim element. 

• (c1 ): Lacking an explicit invoking of 1 1 2 6"^, the Examiner is giving the 
broadest reasonable interpretation of this claim element. 

• Regarding Pyo in combination with Herz: Applicants are offering a 
laundry list of techniques for predictive purchasing. Herz and Pyo 
substantially teach and suggest the claimed invention. The instant 
specification merely lists survival analysis among a comprehensive list 
of other suitable alternatives and does not disclose how survival 
analysis would work without undue experimentation on the part of one 
of ordinary skill in the art. 

• Regarding claims 17 and 18: design choices. Please see below. 



Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action 
can be found in a prior Office action. 



1. Claims 1, 3, 7, 8 and 11 are rejected under 35 USC 103(a) as being 
unpatentable over Herz (US 2001/0014868). 
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Herz teaches a system and methods of selecting offers from an offer 
database that are likely to result in profitable sales. Methods for doing this 
require the system to predict which offers the shopper would be likely to accept. 
The likelihood of acceptance can be calculated, in the simplest case, by counting 
what fraction of shoppers (or similar shoppers) who were presented with this 
offer (or similar offers) chose to accept. A key question is how to determine 
similarity. To this end, the system considers not only the shoppers present goals 
(as determined in step 3) and the offer profiles, but also the stored profile of this 
shopper. The shoppers profile includes a summary of offers that the shopper 
has accepted in the past, as well as demographic and psychographic data that 
aid in identifying similar shoppers. The system may amplify the shopper's profile 
with his or her present goals, as mentioned above, and with any offers that the 
shopper has recently considered or accepted. For example, if the shopper has 
just bought ski goggles, the system might select offers of other ski-related 
equipment that is frequently bought along with ski goggles. Once the system has 
determined a shopper's likelihood of accepting a given offer, it can calculate the 
expected profit from making that offer (namely, the profit if accepted times the 
probability of acceptance). See at least abstract; Fig. 1 ; Herz teaches all the 
above as noted under the 103(a) rejection and teaches i) predictive shopping, ii) 
making generating a list offers to a buyer and ill) suggesting a shopping list 
based on predictive purchase model (see 0262). Given that Herz teaches a 
suggestive ordering system that produces that presents a list of items to the 
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buyer likely to the be purchased to maximizing profit and using a suggested 
shopping list to maximize profit, itt would have been obvious to try, by one of 
ordinary skill in the art at time the invention was made, to apply the predictive 
purchase system and methods of Herz to both suggested offers and suggested 
shopping lists and incorporate it into the system of Herz since there are a finite 
number of identified, predictable potential solutions to the recognized need and 
one of ordinary skill in the art could have pursued the known potential solutions 
with a reasonable expectation of success. Obviousness under 35 USC 103 in 
view of the Supreme Court decision KSR International Co. vs. Teleflex Inc. 
Herz further teaches and suggests : 

• Regarding claim 1 . Ia1) first electronic storage means comprising 
information concerning goods which are available for ordering, their 
prices and optionallv further infonmation relating to said goods: See at 
least Fig. 1; 0022; 0024. 

• Regarding claim 1 . (a2) second electronic storage means comprising 
information concerning the historic purchasing behavior of one or more 
clients: See at least abstract; Fig. 1; 0002; 0003; 0022; 0024. 

• Regarding claim 1 . (a3) third electronic storage means comprisinp 
background information of said one or more clients: purchase history; 
demographics; See at least abstract; Fig. 1; 0002; 0003; 0022; 0024; 
0031-0033. 
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• Regarding claim 1 . (a4) fourth electronic storage means comprising 
environmental information: such correlations can be noted from users' 
on-line purchase histories and used to generate joint promotions ("buy 
a new set of skis and get a free lift ticket at a ski resort") known as data 
mining. See at least 0010; 0037; 0247. 

• Regarding claim 1 . (b1) electronic interaction means for said one or 
more clients to add background information to storage means (a3): aae 
of shopper, gender of shopper (implied that this type of information is 
supplied by the consumer versus guessing likely ethnicity). See at 
least 0122; 0123; 0124. 

• Regarding claim 1 . (b2) electronic interaction means for said one or 
more clients to add order specific information to the system: consumer 
enters demographic information used to predict offers most likely to be 
purchased by the consumer. See at least 0031 . 

• Regarding claim 1 . (cD order prediction means emploving a 
calculation method suitable for predicting orders involving repeat 
purchase of multiple .goods, which, based on the infomnation stored in 
said storage means (al-a4), optionally supplemented by the information 
of "b2." electronically produces a suggestion for a shopping list for said 
one or more clients, intervals between repeated purchases (e.g. 
disclosed dog food example)(see at least 0299), wherein said 
suggested shopping list includes more than five different products. 
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Note: examination is based on tlie broadest reasonable interpretation 
which is the "OR" condition. Offers same of different products; 
integrating two or more products into an offer (see at least 0003; 0020; 
0237; 0247) and/or at least 25% of goods in the suggested shoDPina 
list have previously been purchased one or more times in a 12 month 
period and wherein the suggested shopping list includes a predicted 
list of goods which have been previously purchased bv the client and 
are likely to be purchased again based on previous shopping behavior 
and a suggested list of goods that may be attractive for purchase: 
Clarification of Herz: a given time interval by all shoppers with certain 
attributes useful in predicting the best ways to induce purchases (e.g. 
month(s)). See at least 001 1 ; 0120. total number or pervious 
purchases; average number of purchases per use of the system; 
repeat purchases; Fourier analysis applied to the amount of money a 
shopper pays for certain class of items over time to reveal frequency 
range; decomposing purchase patters across different frequency 
ranges. See at least 01 16; 0291 ; 0298; 0300. 
• Regarding claim 1 . (d1) interaction means for said one or more clients 
for reviewing the order of "c1" optionally electronically amending and 
supplementing said order and electronically placing the order: 
consumer can augment or alter original offer (e.g. cluster "X" example). 
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See at least 0258. interacting witli system to alter offers. See at least 
0276. 

• Regarding claim 1 . and wherein the suggested shoDPina list is 
presented to the client in an ordered manner, sorted by one or more of 
the parameters selected from the group consisting of an estimated 
probability that the client will order the items (see at least 0007; 0037; 
0073); average freguency with the client orders the items (see at least 
001 9; 0046; 01 1 5; 01 1 7; 01 28; 01 41 ; 01 58; cost of the items (see at 
least 0240; 0246). 

• Regarding claim 3. in-store terminals/ kiosks. See at least 0021 . 

• Regarding claim 7: Rejection is based on disclosures and rationale as 
noted above. 

• Regarding claim 8: Rejection is based on at least the disclosures as 
noted above. 

• Regarding claim 1 1 : system mediates retailer/seller-consumer 
interactions. Rejection is based on disclosures as noted above. 

2. Claims 5 and 16 are rejected under 35 USC 103(a) as being 
unpatentable over Herz (US 2001/0014868) in view of Pyo (Paper 
#20041001, US 6,636,836). 

Herz teaches all the above as noted under the 103(a) rejection and teaches i) 
using a predictive application to make suggestions to a consumer ii) time-series 
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analysis (see at least 0299-0301 ), averaging (as noted above), but does not 
disclose other predictive methods. Pyo teaches a system of software 
components providing a variety of analyzing methods to achieve better predictive 
results (see at least abstract; col. 1 , line 8 through col. 2, line 67). Pyo further 
teaches at least rule-based, regression, collaborative filtering, content filtering, 
neuron network theory, and statistical theory methods (see at least col. 8, lines 
32-44). One of ordinary skill in the art at time the invention was made would have 
recognized that applying the known techniques of Pyo would have yielded 
predictable results and resulted in an improved system. It would have been 
recognized that applying the techniques of Pyo to the teachings of Herz would 
have yielded predictable results because the level of ordinary skill in the art 
demonstrated by the references applied shows the ability to incorporate such 
data processing features into similar systems. Obviousness under 35 USC 103 in 
view of the Supreme Court decision KSR International Co. v. Teleflex Inc. 

Herz and Pyo teach and suggest all the above as noted under the 103(a) 
rejection and substantially teach and suggest the claimed inventions. It would 
have been obvious to one of ordinary skill in the art at time the invention was 
made to ascertain other suitable analysis techniques of predicting offers such as 
survival analysis or others. Note: the instant specification merely lists survival 
analysis among a comprehensive list of other suitable alternatives. 
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3. Claims 17 and 18 are rejected under 35 USC 103(a) as being unpatentable 
over Herz (US 2001/0014868). 

Herz teaches and suggest all the above as noted under the 103(a) rejection 
and further teaches: i) a given time interval by all shoppers with certain attributes 
useful In predicting the best ways to induce purchases (e.g. month(s)), ii) total 
number or pervious purchases; average number of purchases per use of the 
system; repeat purchases, ill) Fourier analysis applied to the amount of money a 
shopper pays for certain class of items over time to reveal frequency range; iv) 
decomposing purchase patters across different frequency ranges and further 
teaches suggesting a shopping list or an order for multiple items, accepting one 
or more offers and system parameters and thresholds for predictive purchase 
modeling (see at least 0020; 0073). It would have been obvious to one of 
ordinary skill in the art at time the invention was made, to ascertain that setting 
parameters/thresholds (e.g. 25% or 50%) and the number of offers (five, 10 or 
more) to a buyer are system parameters requiring design choices as permitted 
by the system and methods of Herz. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented 
in this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 
37 CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is 
filed within TWO MONTHS of the mailing date of this final action and the advisory 
action is not mailed until after the end of the THREE-MONTH shortened statutory 
period, then the shortened statutory period will expire on the date the advisory 
action is mailed, and any extension fee pursuant to 37 CFR 1 .136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will 
the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Robert M. Pond whose telephone number is 
571-272-6760. The examiner can normally be reached on 8:30AM-5:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Mr. Jeff Smith can be reached on 571-272-6763. The fax 
phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 

/Robert M. Pond/ 

Primary Examiner, Art Unit 3625 

September 1 , 2008 



